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Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, we 
will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for bi 


New ‘ monthly issues 


Brown Cloth, Vols. 1-5, $3.50 1.75 
Later Vols. 4.00 2.00 
Brown Buckram, Vols. 1-5, 4.00 2.00 
Later Vols. 4.50 2.50 
Half Morocco, Vols. 1-5, 5.00 2.50 


Later Vols. 6.00 . 3.50 











Books will be shipped by cheapest method. 


Transportation is added to the above prices. 
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NatTIoNaL Picture Tuearres, Inc., v. Founpation Fitm Cor- 
PORATION 
(266 Fed. Rep. 208) 


United States Circuit Court of Appeals, Second Circuit 


April 14, 1920 


1, Unrarr Competition—-NAMeE oF Dramatic Propuction—SeEconpDary 
MEANtING—Basis oF ProrTection. . 
Where a play has attained such popularity that its name has 

plainly acquired a secondary significance, the use of the same name 

or any colorable imitation thereof by another will be restrained under 
the rules against unfair competition. The complainant’s right does not 
rest upon copyright or trade-mark registration. 

Unrair CompetitioN—DisTINGUISHED FROM INFRINGEMENT OF TRADE- 
Marks. 

Where unfair competition is charged, the rights of the parties are 
to be determined by principles similar to those which govern trade- 
marks, although the combination of elements is more complex than in 
devices which commonly go by that name. 

3. Unrair Competition—Basis oF THE ActTION—INTENT. 

In an action based upon unfair competition the complainant must 
prove an actual property right and that the defendant is with wrongful 
intent endeavoring to gain the same trade from the same people at 
the same time. Although the intent must be deemed to exist in fact, 
it may be inferred from the inevitable consequences of the act com- 
plained of. 

4, Unrarr Competirion—Ricut 1x Trrte or Dramatic Propuctrion- 

“Buxp YoutH” ano “Tue BiinpNess or Youtru.” 

Where complainant owned the motion picture rights in a play 
entitled “Blind Youth,” which had gained popularity on the speaking 
stage, defendant could be restrained from producing a motion picture 
play called “The Blindness of Youth,” although the latter was a wholly 
different composition from the former. 


te 


From an order of the District Court of the United States for 
the Southern District of New York denying a preliminary injune- 
tion, complainant appeals. Order reversed. 


Statement of the Case 


Appeal from an order in equity denying motion for an injunction 
pendente lite, entered in the District Court for the Southern District of 
New York. Prior to June, 1919, one Tellegen and another, being the 
authors of a play or drama entitled “Blind Youth,” were the owners of the 
copyright of said play and of all the dramatic and motion picture rights 
in and to the same. In December, 1919, plaintiff herein by divers mesne 
assignments became the owner of a motion picture play based upon said 
dramatic composition known as “Blind Youth.” The work of photographing 
the situations of the photoplay “Blind Youth” was at once begun, but 
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before it was ready for production defendant announced by advertisement 
its intention to produce, or permit others to produce, a picture play to be 
known as “The Blindness of Youth.” 

Defendant’s production is said to be “adapted from the great French 
success, “The Torrent,” and it is herein assumed that the subject-matter 
ar incidents of “Blind Youth” and “The Blindness of Youth” are wholly 
dissimilar, further than that both deal with the misadventures and dangers 
of youthful inexperience of life. Jurisdiction herein rests on diversity of 
citizenship. The bill is one for unfair competition only, and prays for an 
injunction against the use by defendant of the name “The Blindness of 
Youth” as applied to “any motion picture play.” 

The spoken play “Blind Youth” is proven without contradiction to 
have attained wide popularity over considerable portions of the United 
States, largely on account of the reputation of one of the authors and 
the principal actor—Tellegen. It also appeared that on July 10, 1915, 
one Byers registered and claimed copyright upon a “certain dramatic com- 
position entitled “The Blindness of Youth.” This is a wholly different 
composition from the play upon which defendant’s motion picture produc- 
tion is based, and it is not asserted that Byers’ copyrighted play influenced 
defendant’s choice of title, nor is any reason assigned for using the alleged 
infringing name in place of “The Torrent,” except that such change of title 
is common in trade circies. Plaintiff promptly moved for preliminary 
injunction, and appeals from the order denying the same. 


Konta, Kirchswey, France ¢ Michael, of New York City 
(Royal W. France, of New York City, of counsel), for 
appellant. 

House, Grossman & Vorhaus, of New York City (Nathan 
April, of New York City, of counsel), for appellee. 


Before Warp, Rocers, and Hoven, Circuit Judges. 


Hoven, Circuit Judge (after stating the facts as above): The 
propriety of reviewing, and indeed our right to review, the order 
appealed from, is questioned because, in refusing relief, the court 
below exercised judicial discretion. Where decision is dependent 
on controverted facts, it is an extreme case that justifies departure 
from the rule “that the discretion of the primary court [is not] to 
be interfered with.” Teas, etc., Co. v. Collier, 195 Fed. at page 
66, 115 C. C. A. 88. But here no fact is in doubt; there is before 


us only a question of law, and law not only guides, but coerces, 
discretion. 


We have held that “whenever it is manifest to the court that, 
upon the case made, an injunction will be granted at final hearing, 


one should be awarded * * * preliminarily, in the 


% * * 
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absence of facts presenting special equitable considerations to in- 
duce the court, in the exercise of judicial discretion, to withhold it” 
(Allington, etc., Co. v. Booth, 78 Fed. at page 878, 24 C. C. A. 
379); and Armat, etc., Co. v. Edison, etc., Co. 125 Fed. 989, 60 
C. C. A. 380, well illustrates how the “contradictory character” of 
affidavits produces a situation wherein the appellate court will vacate 
preliminary injunction granted, or refuse one on appeal from a 
denial. 

The question at bar is whether when a play has attained such 
popularity that its name has plainly acquired a secondary significa- 
tion (i. e., one suggestive of that particular play) equity will, under 
the rules of unfair competition, prevent the use of the same name, 
or any colorable imitation thereof, as descriptive of another and 
competing production. It is to be noted that plaintiff’s asserted 
right does not rest on copyright, though derived from a copyright 
owner; therefore, it may be admitted that a name as such is not 
protected by the Copyright Act (Glaser v. St. Elmo Co. [C. C.}, 
175 Fed. 276, and cases cited), nor by trade-mark registration 
(Atlas, etc., Co. v. Street, 204 Fed. 398, 122 C. C. A. 568, 47 L. R. 
A. [N. S.] 1002 [3 T. M. Rep. 259]). 

Yet it remains true that the owners of copyright on a book or 
play own the right to represent on a screen photographs telling the 
copyrighted story (Kalem Co. v. Harper, 222 U. S. 55, 82 Sup. 
Ct. 20, 56 L. Ed. 92, Ann. Cas. 1918A, 1285) ; therefore, the assign- 
ment to this plaintiff gave a lawful right, which by the investment 
of capital and labor has been made a business. Where unfair com- 
petition is charged “the rights of the parties are to be determined 
[by principles] similar to those which are well known to govern 
trade-marks, although the combination of elements is more complex 
than in devices which commonly go by that name” (per Holmes, J., 
New England, etc., Co. v. Marlborough, etc., Co., 168 Mass. 154, 
16 N. E. 386, 60 Am. St. Rep. 377). 

To expand this thought: The plaintiff must have a right in 
being, an actual property, to protect (Manners v. Triangle, etc., Co., 
247 Fed. 301, 159 C. C. A. 395 [8 T. M. Rep. 180]); there must 
be a real present or prospective competition, that is, an endeavor 
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to get the same trade from the same people at the same time’; and 
that endeavor must on the defendant’s part be unfair, that is, with 
a wrongful intent to “gain the advantages of that celebrity” 
(McLean v. Fleming, 96 U. S. at page 251 [24 L. Ed. 828]), of 
which plaintiff is the owner; but such intent, though it must be 
deemed to exist in fact, may be inferred from the inevitable conse- 
quences of the act complained of (Samson, etc., Works v. Puritan, 
etc., Mills, 211 Fed. at page 608, 128 C. C. A. 208, L. R. A. 1915F, 
1107 [4 T. M. Rep. 238]) and cases cited; Notaseme, etc., Co. v. 
Straus, 201 Fed. 99, 119 C. C. A. 184; Miller, etc., Co. v. Behrend, 
242 Fed. at page 518, 155 C. C. A. 291 [7 T. M. Rep. 102]). 

All the requisite elements of recovery are here present; plain- 
tiff has a veritable property or business; that the exhibitions of the 
parties compete, in that they appeal to the same people who at the 
same time in the same town incline to visit the “movies” is very 
plain; the necessary consequences of such a colorable imitation of 
plaintiff's name as is defendant’s is deception of the public; and, 
finally, no equity is shown against plaintiff's prompt demand. There- 
fore, as matter of law plaintiff was entitled to injunction. 

The court below rightly gave no weight to the defense based 
on Byers’ registration of a play, named as is defendant’s. Whatever 
may be Byers’ rights, unfair competition is a trespass, and no tres- 
passer can justify by setting up the right of one to whom he is a 
legal stranger. 

Order reversed, with costs, and cause remanded, with directions 
to grant relief. 


‘Thus there could be no competition between an “Ideal fountain pen” 
(Waterman v. Shipman, 130 N. Y. 301, 29 N. E. 111) and an “Ideal hair 
brush” (Hughes v. Smith Co., 209 Fed. 37, 126 C. C. A. 179 [4 T. M. Rep. 
45]); but it can and did arise between a “Keepclean toilet brush” and a 
“Sta-Kleen tooth brush” (Florence Co. v. Dowd, 178 Fed. 73, 101 C. C. A. 
565). 
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Mixus v. San DieGo ConservATorY, ET AL. 
(191 Pacific Rep. 546) 


California District Court of Appeal, Second District 
May 1, 1920 
Supreme Court of California 
June 28, 1920 


1. Unram Comprtition—Imiration or TrapE-NaAME—NAME OF SCHOOL. 
Where plaintiff had for several years conducted a school of music 
under a certain name and defendants incorporated and established a 
similar school of the same name, located upon the same street, defend- 
ants were guilty of unfair competition. 
2. Uwnrarr Competition-——PLeapIncs—GENERAL AND SpEcIAL DAMAGES. 
Where as a result of defendants’ unfair use of plaintiff’s name 
a third party breached its contract with plaintiff, this was a special 
and not a general damage, and could form the basis of recovery only 
when specially pleaded. 





Defendant appeals from a judgment of the Superior Court of 
San Diego County. Judgment modified and affirmed by the Dis- 
trict Court of Appeal, and hearing denied by the Supreme Court. 


Henry C. Ryan and F. F. Grant, both of San Diego, for appel- 
lants. 
Sweet, Stearns & Forward and Stephen Connell, all of San 
Diego, for respondents. 
Tuomas, J.: This is an action for an injunction against the 
defendants, praying that the latter be enjoined from using the 
name “San Diego Conservatory of Music,” and from conducting 


‘ 


business under that name “or using the same in any manner what- 
soever,’ asking for damages and for general relief. The relief 
is sought on the ground of unfair dealing on the part of the de- 
fendants. 

The complaint, in apt and proper allegations, set forth the 
acts complained of and because of which plaintiff seeks relief. A 
general demurrer was interposed to the complaint, and was by the 
court overruled. Defendants, by their answer, deny practically 
all the material allegations of the complaint, admitting, however, 


that defendants other than the corporation organized the defendant 
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to get the same trade from the same people at the same time’; and 
that endeavor must on the defendant’s part be unfair, that is, with 
a wrongful intent to “gain the advantages of that celebrity” 
(McLean v. Fleming, 96 U. S. at page 251 [24 L. Ed. 828]), of 
which plaintiff is the owner; but such intent, though it must be 
deemed to exist in fact, may be inferred from the inevitable conse- 
quences of the act complained of (Samson, etc., Works v. Puritan, 
etc., Mills, 211 Fed. at page 608, 128 C. C. A. 208, L. R. A. 1915F, 
1107 [4 T. M. Rep. 238]) and cases cited; Notaseme, etc., Co. v. 
Straus, 201 Fed. 99, 119 C. C. A. 184; Miller, etc., Co. v. Behrend, 
242 Fed. at page 518, 155 C. C. A. 291 [7 T. M. Rep. 102]). 

All the requisite elements of recovery are here present; plain- 
tiff has a veritable property or business; that the exhibitions of the 
parties compete, in that they appeal to the same people who at the 
same time in the same town incline to visit the “movies” is very 
plain; the necessary consequences of such a colorable imitation of 
plaintiff's name as is defendant’s is deception of the public; and, 
finally, no equity is shown against plaintiff's prompt demand. There- 
fore, as matter of law plaintiff was entitled to injunction. 

The court below rightly gave no weight to the defense based 
on Byers’ registration of a play, named as is defendant’s. Whatever 
may be Byers’ rights, unfair competition is a trespass, and no tres- 
passer can justify by setting up the right of one to whom he is a 
legal stranger. 

Order reversed, with costs, and cause remanded, with directions 
to grant relief. 


‘Thus there could be no competition between an “Ideal fountain pen” 
(Waterman v. Shipman, 130 N. Y. 301, 29 N. E. 111) and an “Ideal hair 
brush” (Hughes v. Smith Co., 209 Fed. 37, 126 C. C. A. 179 [4 T. M. Rep. 
45]); but it can and did arise between a “Keepclean toilet brush” and a 
“Sta-Kleen tooth brush” (Florence Co. v. Dowd, 178 Fed. 73, 101 C. C. A. 
565). 
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Mixtus v. San DieGo ConserVATORY, ET AL. 
(191 Pacific Rep. 546) 


California District Court of Appeal, Second District 
May 1, 1920 
Supreme Court of California 
June 28, 1920 


1. Unramr Competirion—Imitation oF Trap—E-NAME—NAME oF SCHOOL. 
Where plaintiff had for several years conducted a school of music 
under a certain name and defendants incorporated and established a 
similar school of the same name, located upon the same street, defend- 
ants were guilty of unfair competition. 
2. Unrarr CompetitionN——PLeapincs—GENERAL AND SpeciaL DAMAGEs. 
Where as a result of defendants’ unfair use of plaintiff's name 
a third party breached its contract with plaintiff, this was a special 
and not a general damage, and could form the basis of recovery only 
when specially pleaded. 





Defendant appeals from a judgment of the Superior Court of 
San Diego County. Judgment modified and affirmed by the Dis- 
trict Court of Appeal, and hearing denied by the Supreme Court. 


Henry C. Ryan and F. F. Grant, both of San Diego, for appel- 

lants. 

Sweet, Stearns ¢> Forward and Stephen Connell, all of San 

Diego, for respondents. 

Tuomas, J.: This is an action for an injunction against the 
defendants, praying that the latter be enjoined from using the 
name “San Diego Conservatory of Music,” and from conducting 
business under that name “or using the same in any manner what- 
soever,’ asking for damages and for general relief. The relief 
is sought on the ground of unfair dealing on the part of the de- 
fendants. 

The complaint, in apt and proper allegations, set forth the 
acts complained of and because of which plaintiff seeks relief. A 
general demurrer was interposed to the complaint, and was by the 
court overruled. Defendants, by their answer, deny practically 
all the material allegations of the complaint, admitting, however, 
that defendants other than the corporation organized the defendant 
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corporation, adopting said name therefor “for the purpose of en- 
gaging in the same character and line of business claimed to be 
carried on by plaintiff herein,’ the location of their business as 
alleged by plaintiff, and the publishing of certain advertisements ; 
averring that only for the injunctional order of the court they 
would have continued to carry on such business. The court found 
for the plaintiff on all the issues, and judgment was entered accord- 
ingly. There was a motion for new trial, which was denied. The 
appeal is from the judgment. 

We have read the entire record. From the record it appears 
that the plaintiff, Prof. Chesley Mills, during the year 1915 estab- 
lished a school devoted to the art of music in all its branches, in- 
cluding instruction in the playing of the piano, organ, violin, flute, 
cornet, mandolin, ukulele, and other orchestral instruments, together 
with voice culture, platform art, and dramatic training in general, 
and for the operation and management of a conservatory of music 
for such instruction and teaching, and the holding of public and 
private musicals and entertainments incident thereto, as well as 
the employment of teachers necessary to conduct and carry on sucli 
business ; that at the time said business was so established the plain- 
tiff adopted the name of “San Diego Conservatory of Music,” under 
which name, since the establishment of said business as aforesaid, 
he has carried on and conducted the same at 1630 Fifth Street, in 
the City of San Diego; and that under said name plaintiff built 
up a large business, widely and favorably known, as well as a 
valuable reputation, etc.; that in September, 1917, the defendants, 
other than the corporation, organized the defendant corporation, 
under the laws of this state, under the identical name adopted by 
plaintiff at the time and place aforesaid, and established the office 
of said corporation and studio at No. 1484 Fifth Street, in San 
Diego, “‘within 800 feet of plaintiff’s said place of business, on the 
same side of the street,” from which place and under which name 
defendants caused certain advertisements to be published; and that 
such business was so transacted by defendants from that time until 
restrained from so doing by the court. It is further alleged in 
the complaint that all this was done “with the intent and for the 
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purpose of defrauding plaintiff and appropriating for their own 
use and benefit the good-will of plaintiff’s business and deluding 
and deceiving plaintiff's customers and the public in general into 
the belief that the business of plaintiff conducted at the aforesaid 
place was being conducted by defendants, * * * and that the 
same has actually misled many of them to patronize defendants in 
the belief that they, the said persons, are patronizing the plaintiff,” 
all to plaintiff's damage, ete. 

Appellants enumerate eight assignments of error, which may 
be reduced to two: Errors of law occurring during the trial, and 


insufficiency of the evidence to support certain findings. 


As to the first point urged, it is claimed that the court erred 
in overruling defendants’ demurrer to plaintiff's complaint. With 
this we cannot agree. We think the complaint amply sufficient 
as against the general demurrer. 

The next point urged is that the evidence does not support 
findings Nos. 4, 5, and 6. These findings, in full, are as follows: 


“(4) That said defendants, B. Roscoe Schryock, Florence M. Young, 
Mary Barnum Kessler, Edna D. Anderson, J. Wm. Brown, and Mrs. L. 
R. Kirby, Sr., caused the name of San Diego Conservatory of Music to be 
adopted as the name of said defendants’ corporation with the intent and 
with the express purpose of defrauding plaintiff and appropriating for 
their own use and benefit the good-will of plaintiff's business and deluding 
and deceiving plaintiff’s customers and the public in general into the belief 
that the business of plaintiff conducted at 1630 Fifth Street in said city 
as aforesaid was conducted by said defendants, and that each and all of 
the said notices or advertisements placed by defendants in said news- 
papers as aforesaid were caused to be placed therein for the same purpose 
and with the same intent, and that if said defendants are permitted to 
carry on said business at said No. 1434 Fifth Street or elsewhere under said 
corporate name of San Diego Conservatory of Music that the prospective 
applicants for instruction and customers of plaintiff and the public in 
general will at all times be deceived, misled and defrauded into believing 
that the place where defendants are so conducting business is plaintiff's 
place of business, all of which is and will be to the injury and damage 
of plaintiff and to the public in general. 

“(5) That unless restrained from so doing by this court, the defend- 
ants will continue and proceed to carry on the said business under the 
said name of San Diego Conservatory of Music for and with the express 
purpose of deceiving plaintiff's customers and the public in general into 
the belief that plaintiff's business conducted at its place aforesaid is de- 
fendants’ business; and that the name adopted by said defendants, to wit, 
San Diego Conservatory of Music, was at all times calculated and intended 
to receive the prospective applicants for instruction at plaintiffs said 
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school or business and the patrons and customers thereof together with 
the public in general; that by reason of each and all of the acts of said 
defendants herein so done or caused to be done by them and each of them, 
plaintiff has been injured and damaged in the sum of $100. 

“(6) That the adoption of said name of defendant corporation, San 
Diego Conservatory of Music, was made with the intention or purpose of 
defrauding plaintiff and deceiving or misleading the public and to injure 
plaintiff, and that each and all of the acts of said defendants have created 
much confusion in plaintiff's said business. Plaintiff has fully complied 
with all the provisions of sections 2466-2468 of the Civil Code of the State 
of California relating to the use of fictitious names. That plaintiff having 
had the prior and exclusive right to said name of San Diego Conservatory 
of Music, the said defendants herein and neither of them have any right 
to use said name of ‘San Diego Conservatory of Music’ for the reason that 
the use of said name by defendants is of damage to plaintiff and his 
business and is calculated to mislead and deceive as hereinbefore set forth.” 


There is no merit whatever in the “point” that the evidence 
does not support these findings. Indeed, by the evidence of Mr. 
Schryock, director and head of the violin and piano department 
of the defendant corporation, it was shown that he knew, at the 
time of the incorporation of the defendant company, that plaintiff 
was conducting a business under that name, and instead of being 
open and aboveboard in his testimony, as one would be if acting 
wholly devoid of any ulterior motive, we see all through his testi- 
mony evidence of evasiveness and elusiveness, which, we think, 
amply justified the trial court in its observation that in its opinion 
this was a case of “rank fraud’ on the part of the defendants. 
As we have already seen, plaintiff was first in the field doing busi- 
ness as above set forth. We think— 

“that in the interest of fair commercial dealing courts of equity, where 
one has been first in the field doing business under a given name, will 
protect that person to the extent of making competitors to use reasonable 
precautions to prevent deceit and fraud upon the public and upon the 
business first in the field.” Spieker v. Lash, 102 Cal. 38, 36 Pac. 362; 
Dunston v. Los Angeles Van, etc., Co., 165 Cal. 89, 131 Pac. 115 [3 T. M. 
an 231]; Temple v. Gordon, 31 Cal. App. 127, 159 Pac. 983 [6 T. M. Rep. 

We think, too, that the fraudulent intent, as well as the deceit 
and fraud which defendants practiced upon the plaintiff here, are 
fairly inferable from the situation of the parties and the defendants’ 
acts. 

It is also urged by defendants, in support of this same assign- 
ment, that if any damage was done to plaintiff by reason of the 
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fraudulent acts of the defendants, “that it was a special damage and 
not a general damage,’ and by reason of that fact that the com- 
plaint did not set forth the elements of the special damage incurred 
by the plaintiff. Hence, it is argued, no damages can be recovered 
against the defendants herein. There is merit in this contention. 

“General damages are such as the law implies and presumes to have 
accrued from the wrong complained of. They are such as naturally and 
necessarily result from the wrong, although this does not mean that they 
must inevitably and always result from a given wrong. * * * The 
subject of general and special damages as contradistinguished is _prin- 
cipally a question of pleading, the general rule being that, where special 
damages are not claimed, a party can recover only such damages as are 


not only the natural and proximate result, but also the necessary result of 
the act complained of.” 17 C. J. 712, § 20. 


The defendants were obliged to conduct themselves and to carry 
on their business in such a way as to be not unfairly or unjustly 
detrimental to plaintiff. Because of their admitted actions in this 
matter they breached that obligation in this, that because of de- 
fendants’ adoption and use of the same name as that under which 
plaintiff had been and was at the time of said breach conducting 
his business, the Gray-Maw Music Company, a corporation, refused 
to carry out a contemplated scheme which had been agreed upon 
to buy a certain number of scholarships in plaintiff’s conservatory 
of music. It is undoubtedly true that such injury might be said 
to follow naturally as a result of the defendants’ said actions. We 
do not think, however, that it can be successfully maintained that 
they were such damages as necessarily would follow or result there- 
from. 

It follows, we think, that because of the absence of a pleading 
setting forth the special damages referred to, the court erred in 
overruling defendants’ objection to the reception of evidence in 
support of the item of $100 damages found by the court to have 
been actually suffered by plaintiff as aforesaid. The purpose of 
the rule requiring that such damages must be specially pleaded is 
to advise the defendant of the case he is expected to meet, and thus 
to prevent surprise at the trial. And where the admission of evi- 
dence as to special damages not specially pleaded will result in a 
reversal where it cannot be ascertained whether any such damages 
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were allowed, it is prejudicial error to receive such evidence, in 
the absence of such a pleading, over defendants’ objection. 8 R. 
C. L. § 157; Treadwell v. Whittier, 80 Cal. 574, 22 Pac. 266, 5 L. 
R. A. 498, 13 Am. St. Rep. 175; Terrace W. Co. v. San Antonio, 
etc., Co., 1 Cal. App. 511, 82 Pac. 562; Morris v. Allen, 17 Cal. 
App. 684, 121 Pac. 690. It follows therefore that there is no 
legal evidence to support the finding as to this item of $100. 

The judgment, in so far as it awards damages to the plaintiff, 
is reversed. In all other respects it is affirmed. 


I concur: Frnuayson, P. J. 


Stoane, J.: I concur in the decision, but not in all the con- 
clusions of the majority opinion. 

Unless the trial court was justified in finding that the defend- 
ants were guilty of fraudulent attempt to pirate the business and 
patronage of the plaintiff, from the mere fact that they attempted 
to appropriate to their own use the trade-name under which plain- 
tiff was doing business, I fail to see wherein the findings are sup- 
ported by the evidence. 

That there was a deliberate plan and purpose of the defendant 
Schryock to deprive the plaintiff of the use and benefit of the name 
“San Diego Conservatory of Music,” and, in so far as possible, by 
incorporating his own business under the same name, obtain the 
exclusive use of such name, I think there is no doubt. But I fail 
to find any evidence in the record that he intended or attempted 
or used any means calculated to deceive the public or patrons of 
the plaintiff into patronizing his business under the belief that they 
were patronizing the plaintiff, other than by the bare use of the 
same trade-name. And there is certainly no evidence, if such was 
his purpose, that he succeeded in doing this with a single individual. 
The only publicity given the defendants’ business after incor- 
porating under the same name, “San Diego Conservatory of 
Music,” so far as appears in evidence, was certain advertisements 
in the San Diego papers in which he announces the “San Diego 
Conservatory of Music (Incorporated),’ with the name of “B. 
Roscoe Schryock, Director,” displayed and emphasized in black- 
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faced type. This use and display of defendant Schryock’s name 
is calculated to distinguish his conservatory of music from the 
one which it is claimed owes its identity and standing to the 
name and personality of Chesley Mills, the plaintiff in this action. 
From the obvious attitude of these two rival musicians towards 
each other, it is probable that the last thing either of them would 
desire would be to have any of their patrons think he was serv- 
ing the other’s brand of music. If the defendant Schryock had 
located his home and business in the immediate vicinity of the 
plaintiff's school of music for the first time in connection with 
the incorporating under the same name, it might be argued from 
that circumstance that he chose the location with a view to con- 
fusing the public as to the identity of the two schools; but the 
record discloses that Schryock had been on the ground and teach- 
ing music there nearly, if not quite, as long as had plaintiff, and 
in the neighborhood of two years before he incorporated under the 
same name that plaintiff was using. 

It seems clear from the settled rule in this state that the 
mere appropriation of a geographical name which has previously 
been adopted and is in use by a rival in business affords no ground 
of action unless accompanied by acts of unfair competition cal- 
culated to deceive the public into patronizing the usurping con- 
cern under a mistake as to identity. The name “San Diego Con- 
servatory of Music” is admittedly not one that is subject to ex- 
clusive appropriation as a trade-name, and the rule applicable 
to such trade designations is laid down in the leading case of 
Weinstock, Lubin & Co. v. Marks, 109 Cal. 529, 42 Pac. 142, 
30 L. R. A. 182, 50 Am. St. Rep. 57, in the following words of 
the syllabus: 

“Although there can be no property right in a trade-name which is 
not the subject of a trade-mark, yet it is a fraud on a person who has 
established a trade and carried it on under a given name that some other 


person should use the same name * * * in such a way as to induce 


persons to deal with him in the belief that they are dealing with one 
who has given a reputation to the name.” 











396 TEN TRADE-MARK REPORTER 


As is aid in Banzhaf v. Chase, 150 Cal. 180, 88 Pac. 704: 


“The gist of the action is not the appropriation and use of another’s 
trade-mark, but is based upon the fraudulent injury to and appropriation 
of another’s trade.” 

If in this case the defendants’ acts were confined to the mere 
appropriation of the trade-names used by plaintiff, without acts 
calculated to mislead those desiring to patronize the plaintiff into 
patronizing the defendant through a mistake in identity, no cause 
of action is shown. 

I am not sufficiently satisfied, however, to justify dissenting 
from a majority of the court that the mere fact of the appropria- 
tion of the name of plaintiff's business to a rival business, to be 
carried on in the same immediate vicinity may not in itself suff- 
ciently establish a condition calculated to mislead plaintiff's patrons, 
and justify a finding of the trial court to that effect, beyond re- 
versal on appeal for want of evidence. The attempt to deprive 
plaintiff of the benefit of the trade-name under which in good faith 
he had established his business was morally indefensible, and I 
do not know that the appellate court should go out of its way to 
strain a legal point in defendants’ favor. 

I cannot, however, agree with the conclusions of the opinion 
that there is evidence of intention on the part of defendants to 
mislead the public as to the separate identity of the two music 
concerns, or that they have been guilty of anything more than a 
constructive fraud. 


Opinion of Supreme Court, In Bank, Denying Hearing 


Per Curtam: In denying the petition for a hearing in this 
court after decision by the District Court of Appeal of the Second 
Appellate District, Division 2, it seems proper to note that by the 
complaint the alleged damage was confined to loss of patronage 
in that the use of its name by defendants has actually misled and 
does still mislead the public to patronize defendants in the belief 
that they are patronizing the plaintiff, and that the reputation 
of the plaintiff's business has been greatly injured and damaged. 
The only evidence in fact introduced on the subject of actual dam- 
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age related to an entirely different matter. As the pleadings stood 
the evidence was inadmissible, and the finding of actual damage is 
without support in the evidence. 

The petition for hearing in this court is denied. 

All concur. 


TuHarp-BuLTMAN-SONTHEIMER CoMPANY V. THARP-SONTHEIMER- 
TuHarp, INc., ET AL. 
(85 Southern Rep. 906) 


Supreme Court of Louisiana 


June 30, 1920 


Unrarr Competition—Use or Ont’s Own Name. 

In the absence of a contract restricting the exercise of such right, 
every one may use his own name honestly in his own business and in 
the earning of a livelihood, but he may not use artifice or deceit for 
the purpose or with the effect of misleading or confusing the public 
and palming off his goods, products or services as those of another. 

From a judgment of the Civil District Court, Parish of Or- 


leans, in favor of defendants, plaintiff appeals. Judgment affirmed. 


Statement of the Case 


Monrog, C. J.: Plaintiff company prays for an injunction, 
prohibiting the defendant corporation, and Henry Tharp, Isaac 
Sontheimer, Morris B. Sontheimer, Mar N. Kohler, and A. S. 
Tharp, and each of them, from using the name Tharp-Sontheimer- 
Tharp, Incorporated, or anything like or similar thereto, and from 
carrying on, in that name, the same business as that conducted by 
it, certain prior relations between them being set forth, and it 
being further alleged that the business and purposes of the de- 
fendant company are identical with those of plaintiff— 

“that the adoption * * * of the name ‘Tharp-Sontheimer-Tharp’ for 
the corporation carried on by defendant is in violation of paragraph (a) 
of section 2 of Act 267 of 1914, * * * which forbids any corporation 
to adopt a name similar to one already in existence or one so similar as to 


cause confusion with the name of any other domestic or foreign corpora- 
tion admitted to do business in this state, * * * that the name Tharp- 
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Sontheimer-Tharp, Incorporated, was adopted, and is being used fraudu- 
lently, and with the unlawful and fraudulent intention and attempt to palm 
off their (defendants’) services, goods and business upon the public as 
the services, goods and business of your petitioner; * * * that in pur- 
suance of the said unlawful and fraudulent intention and purpose the said 
defendants have used all means within their power to confuse the public 
and to cause the public to believe that, in calling upon them for services, 
they are dealing with your petitioners.” 

There are further allegations of damages, with reservation of 
the right to sue therefor, and right to an injunction, and a prayer 
that the writ be issued and perpetuated. 

The facts disclosed by the evidence are, substantially, as fol- 
lows: As far back as 1883, A. F. Bultman was engaged in business 
in New Orleans as an undertaker, or undertaker and liveryman, 
and he so continued until about 1904, when he took his son, A. F. 
Bultman, Jr., into partnership with him. Between the years stated 
and prior to 1883 the firm of F. Johnson & Son Company, Limited, 
was engaged in the same business, and as early as 1889 Henry 
Tharp was employed by it, becoming its manager as early, perhaps, 
as 1902, and so continuing until 1919, during which period he 
became so widely known and highly esteemed that his name and per- 
sonality were regarded as valuable assets, and he was insistently 
urged by the Bultman firm to unite with them in business, which he 
finally consented to do; and on April 29, 1909, they and he and Alex- 
ander Maxwell entered into an agreement to incorporate themselves 
under the name Maxwell-Tharp-Bultman Company; to purchase the 
business and assets of the Maxwell Co., Limited, a corporation of 
which Alexander Maxwell was president and owner, or representa- 
tive of the owners, and which was engaged in the same business; and 
to give their support to the new company; Tharp’s active connection 
therewith to begin not later than June 1, 1909. On May 8 follow- 
ing, there was a separate agreement between Tharp and the Bult- 
mans, to the effect that he was to serve the new corporation (which 


was thereafter organized), as manager and secretary, for a term of 
21% years, at a salary of $175 per month; and if the business 
proved successful was, at the end of that period, to receive $200 
per month, be “given” 15 shares of the stock of the company of 
the par value of $100 each, with the option of purchasing an addi- 
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tional 25 shares; and if the business proved unsuccessful was then 
to be continued in the employ of A. F. Bultman & Son (which, as 
it seems, was to continue as a distinct entity and separate establish- 
ment), at a salary of $150 per month, but with no interest in the 
firm. The Maxwell-Tharp-Bultman Company was incorporated 
on May 17, 1909, enjoyed a prosperous business life of 2 years, 
and, Maxwell having dropped out, was succeeded by a corporation 
organized as Tharp-Bultman Company, of which Tharp and the 
two Bultmans were the sole members, with A. F. Bultman, Jr., as 
president, Tharp as secretary, and A. F. Bultman, Sr., as treasurer. 
That corporation also prospered for 15 months, during which 
period (on April 29, 1911) it bought the business and assets of 
F. Johnson & Son Company, at the end of which, on July 18, 1912, 
it bought the assets of A. F. Bultman & Son, and on July 27, 1912, 
took over, by agreement, the undertaking establishment of I. Sont- 
heimer & Son, the members of which firm became stockholders in 
the company and two of the three (Isaac and Morris B. Sontheimer) 
employees, it being part of the agreement that the name of the 
corporation should be changed to that of Tharp-Bultman-Sont- 
heimer Company, and that one of the Sontheimers should be a 
director, and on August 30, 1912, the name was changed accord- 
ingly. Thereafter for several years the corporation prospered, as 
it had done before, but early in 1916 some friction arose between 
the members, and in July, 1916, Tharp and the two Sontheimers 
bought the undertaking and livery business and assets of S. D. 
Norwood, Incorporated, and on August 1, 1916, severed their con- 
nections with Tharp-Bultman-Sontheimer Company; took in A. S. 
Tharp, son of Henry Tharp; changed the name of the Norwood 
corporation to that of Tharp-Sontheimer-Tharp, Incorporated, and 
immediately advertised their withdrawal from Tharp-Bultman- 
Sontheimer Company, and the establishment of the new company, 
in each of the daily papers published in New Orleans, during a 
period of 3 months, at a cost of $481.51. They also sent out several 
thousands of announcements to the same effect, and did all that 
could reasonably have been expected, and more, to show that it was 
not their intention or desire to confuse the public and to cause the 
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public to believe that, in calling upon them for services, they were 
dealing with the petitioners herein, or to do any other of the ob- 
jectionable things with which they are charged in the petition; and 
the evidence in the case entirely fails to sustain those charges. 
The plaintiff company was unable to show a single instance in which, 
by reason of the similarity of names or otherwise, any business had 
been directed to defendant to which it had a shadow of a claim; 
and the instances in which during the, say, 244 months preceding 
the institution of this suit errors committed in the delivery of 
mail or merchandise were so few and unimportant as to be negli- 
gible, though it can be readily understood that the very many 
changes which had taken place in the name, or names, under which 
the different parties had been operating may have attracted some 
attention. It is shown, however, that the Tharps, Sontheimers, and 
Bultmans (fathers and sons) have been engaged, in their own names, 
respectively, in the undertaking and livery business in New Orleans 
for many years; that they have, respectively, large circles of ac- 
quaintances, to whom they may reasonably look for, and from whom 
they, in fact, obtain, patronage; and, as to the Tharps and Sont- 
heimers, that they are dependent upon that patronage for the main- 
tenance of themselves and their families. The business in question 
is, as we infer, almost exclusively local, and it is shown to be further 
peculiar, in that, in the vast majority of instances, it is transacted 
between people who know with whom they are dealing, and are 
unlikely to fall into any error in that respect. In other words, 
it is in the highest degree improbable that a person intending to 
order a funeral from a Bultman would give the order to a corpora- 
tion in which that name does not appear, and of which no Bultman 
is a member, and not probable, though possible, that a person in- 
tending to order a funeral from a Tharp or a Sontheimer would 
give it to a corporation of which no Tharp or Sontheimer is a mem- 
ber, even though the style of the corporation may include both 
names; for, in association with the question of personality, the 
place where the business is located has rather an important bearing 
in the minds of local patrons as identifying those by whom the 


business is conducted and those seeking a particular undertaker 
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are not likely to go or to telephone to the place of business of an- 
other in order to find him. In the matter, however, of both name 
and place of business, if any advantage is to be derived from mis- 
leading indications, it is all in favor of plaintiff, since it is not only 
using the names of Tharp and Sontheimer, though no one bearing 
either of those names is connected with it, but it continues to occupy 
the place of business with which Tharp has long been identified, 
whereas, defendant is established at a place where, so far as appears 
from the record, no Bultman has ever been located. 

In conclusion of this statement, it may be remarked that the 
various contracts and acts of incorporation to which we have re- 
ferred contain nothing from which the inference could be drawn 
that either Tharp or the Sontheimers were not entirely free to with- 
draw from the business of Tharp-Bultman-Sontheimer Company at 
the time that they took that action, and were not free to make legiti- 


mate use of their own names to earn livelihoods for themselves and 
families. 


Opinion 


The weight of jurisprudence in this country sustains the doc- 
trine that, in the absence of a contract restricting the exercise of 
such right (and the capacity for such restriction is limited), every 
one may use his own name honestly, in his own business, and in the 
earning of his own livelihood and that of his family, but no one may 
lawfully resort to artifice or deceit for the purpose, or with the 
intent and effect of misleading or confusing the public and palming 
off his services, goods, or products as that of another. Peck Broth- 
ers & Co. v. Peck Brothers Co., 113 Fed. 291, 51 C. C. A. 251, 62 
L. R. A. 81; Young & Chaffee Furniture Co. v. Chaffee Bros. Furni- 
ture Co., 204 Mich. 298, 170 N. W. 48 [9 T. M. Rep. 104]; Title 
& Mortgage Guarantee Co., Limited v. Louisiana Abstract & Title 
Guarantee Co., 143 La. 894, 79 South. 529; Vonderbank v. Schmidt. 
44 La. Ann. 264, 10 South. 616, 15 L. R. A. 462, 82 Am. St. 
Rep. 886; Berganini v. Bastian, 35 La. Ann. 60, 48 Am. Rep. 
216. Having found, in this case, that defendants have used their 
names only as they had the legal and moral right to use them, we 
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conclude that they have not violated Act 267 of 1914, have given 
plaintiff no just cause of complaint, and that this suit was properly 
dismissed by the trial judge. 

The judgment appealed from is therefore affirmed. 


WestTERN LumMBER CoMPANY V. STATE 
(189 Pacific Rep. 868) 


Oklahoma Criminal Court of Appeals 
May 11, 1920 


1. Unrar Competirion—OKtanoma Sratute To Prevent Discrimina- 

TION IN SALE OF COMMODITIES. 

The evident intention of the Legislature of Oklahoma in passing 
Section 1, c. 114, Session Laws of 1913, was to prevent, in the selling of 
commodities, discrimination for the purpose of thwarting competition, 
and, in the absence of competition or otherwise, to prevent discrimina- 
tion in selling as between two similarly situated communities. 

Unrair CompetiTionN—-OKLAHOMA STATUTE TO PREVENT DiscrRIMINATION 

IN THE SALE oF ComMoDITIES—INFORMATION,. 

The information in the case at bar held insufficient to charge an 
offense under the Oklahoma statute to prevent discrimination in the 
sale of commodities. 


to 


Appeal from a judgment of the county court of Beckham 
County, Oklahoma, which had found the Western Lumber Com- 
pany guilty of unfair competition and discrimination. Judgment 
reversed. 


Embry, Johnson & Kidd, of Oklahoma City, for plaintiff in 
error. 

S. P. Freeling, Attorney General, and C. W. King and W. C. 
Hall, Assistant Attorneys General, for the State. 


Matson, J.: This is an appeal from the county court of 
Beckham County, wherein the Western Lumber Company, a cor- 
poration, was convicted of the offense of unfair competition and 
discrimination, as defined by section 1 of chapter 114, Session 
Laws 1913, and punishment fixed at a fine of $400. From the 
judgment rendered, an appeal has been properly perfected to this 
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court, and several alleged grounds of error are relied upon for 
a reversal of this judgment. 

The defendant corporation interposed a demurrer to the in- 
formation in the lower court, which demurrer was overruled and 
excepted to. A motion in arrest of judgment on the ground, among 
others, that the information did not state facts sufficient to con- 
stitute a public offense, was also interposed, overruled, and proper 
exception reversed. 

In this court it is strenuously contended on behalf of the 
defendant corporation that the information did not, under said 


statute, state facts sufficient to constitute an offense. The informa- 
tion is as follows: 


“Comes now W. E. Tomme, county attorney for the said county of 
Beckham, in the name and by the authority of the State of Oklahoma, and 
information makes that one Western Lumber Company, late of the county 
aforesaid, on or about the 14th day of September, 1917, in the county of 
Beckham and State of Oklahoma, was then and there a corporation doing 
business under the laws of said state, and as such corporation had for 
part of its business points for general distribution of lumber, wire, and 
cement at the towns of Texola and Erick, in said county and state, and 
a distance of eight miles apart, and on the same railroad, to wit, the 
Chicago, Rock Island & Pacific Railroad; that the said Western Lumber 
Company in the state and county aforesaid, and on the day and year afore- 
said, did then and there unlawfully and intentionally, for the purpose of 
destroying the competition of one H. T. Doss, who was then and there in 
the said town of Texola a regular, established dealer in wire and cement; 
that the Western Lumber Company did on the said day and year make 
an unfair discrimination in the prices of wire and cement in the said 
towns of Texola and Erick, to wit, wire in Texola $4 for 95 pounds, cement 
in Texola 75 cents a sack, and on the same day and year in the said town 
of Erick wire $5.50 for 100 pounds and cement $1. 10 a sack, contrary to 
the form of the statutes in such cases made and provided, and against the 
peace and dignity of the state.” 


Section 1 of chapter 114, supra, is as follows: 


“Any person, firm or corporation, foreign or domestic, doing business 
in the State of Oklahoma, and engaged in the production, manufacture or 
distribution of any commodity in general, that intentionally, for the pur- 
pose of destroying the competition of any regular, established dealer in 
such commodity, or to prevent the competition of any person who, in good 
faith, intends and attempts to become such dealer, shall discriminate be- 
tween different sections, communities or cities of this state by selling such 
commodity at a lower rate in one section, community or city, or any portion 
thereof, than such person, firm or corporation, foreign or domestic, charges 
for such commodity in another section, community or city, or that shall 
discriminate between different sections, communities or cities of this state 
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by selling such commodity at a lower rate in one section, community or 
city, or any portion thereof, than such person, firm or corporation, foreign 
or domestic, charges for such commodity in another section, community 
or city, after equalizing the distance from the point of production, manu- 
facture or distribution and freight rates therefrom, shall be deemed guilty 
of unfair discrimination, which is hereby declared to be a misdemeanor.” 

The Attorney General has filed a confession of error, in part 
as follows: 

“This prosecution was based upon sections 1 and 3 of chapter 114, 


Session Laws 1913, under which statute the gravamen of the offense is 
‘selling such commodity at a lower rate. * * * 


“The information charged that the ‘Defendant did make an unfair 
discrimination in prices. * * 


“It is clear that under the law no offense was charged in the informa- 
tion.” 

After a careful consideration of the information and the 
statute upon which it is based, the conclusion is reached that the 
information does not state an offense under said statute. The 
gravamen of the crime consists in discrimination by selling at a 
lower rate in one section, community, or city, than in another sec- 
tion, community, or city, either for the purpose of destroying the 
competition of any regular, established dealer in such commodity, 
or to prevent the competition of any person who in good faith in- 
tends and attempts to become such dealer, or else to sell at a lower 
rate in one section, community, or city than in another section, 
community, or city, after equalizing the distance from the point of 
production, manufacture or distribution, and freight rates therefrom, 
on such commodities in the two sections, communities, or cities; 
in other words, the offense or offenses contained in the statute con- 
sists primarily of the elements of discrimination in selling com- 
modities either for the purpose of destroying or preventing com- 
petition in such commodities between similar localities, or else in 


the discrimination against the people of such localities by selling 
the commodities at a lower price in one than in the other. 

The evident intention of the Legislature was twofold: (1) 
To prevent discrimination for the purpose of strangling or thwart- 
ing competition; (2) in the absence of competition or otherwise, 
to prevent discrimination in selling as between two similarly situ- 
ated communities. In either event, however, the discrimination 
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must be in the act of selling the commodity at a lower rate in one 
community than in the other. The information in this case does 
not charge the defendant company with selling either wire or 
cement at a lower price in either of the towns of Texola or Erick, 
but alleges that the defendant company established a different price 
in each of these towns. It alleges no sale of either commodity at 
either place for any price, at any time, for either of the purposes 
condemned by the statute. In the absence of such allegations, it 
is the opinion of this court that the information is fatally defective, 
and that the confession of error by the Attorney General should 
be sustained. 

Furthermore, an examination of the evidence discloses prac- 
tically an entire absence of proof to establish lower sales of the 
commodities wire and cement in the town of Texola than in the town 
of Erick, intentionally made for the purpose of destroying com- 
petition. While there is evidence to the effect that on the same day 
in both towns a purchase of these commodities was made at Texola 
at a lower price than in Erick, the proof tends clearly to show 
that the prosecuting witness, who was engaged in the business of 
selling these same commodities in the town of Texola, had previous 
to these purchases reduced the selling price of the same commodi- 
ties considerably lower than had previously been charged therefor 
at either of said places, and the contention of the defendant was 
that the reduction in the selling price of the commodities at 
Texola was not made until after the prosecuting witness had 
reduced the selling price himself, and that the reduction 
of selling price on the part of the defendant company was 
for the purpose of meeting competition in prices theretofore estab- 
lished by the prosecuting witness, which under that provision of 
the act (the pleader intending evidently to base the information 
upon that portion of the statute against discrimination for the pur- 
pose of destroying competition) would not be sufficient to establish 
the offense. 

While the weight of this evidence and the question of defend- 
ant’s intent thereunder were questions of fact for the determination 
of the jury under proper instructions of the trial court, nevertheless 
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the reasonable inferences to be drawn from the evidence in this 
case must be such as to show a criminal intent to sell at a lower 
price for the purpose of destroying competition. 

The fact that the complaining witness (being a dealer in such 
commodities only in the town of Texola, and therefore not amen- 
able to the statute) first, and of his own volition, reduced the selling 
price of such commodities in said town, and that thereafter defend- 
ant company reduced its prices on such commodities in said town. 
did not of itself establish the criminal intent on the part of de- 
fendant to destroy the competition which had arisen in said town. 
We do not understand the statute to be intended to prevent com- 
petition in prices, but rather to encourage legitimate competition. 

The public is benefited by a healthy competition in the prices 
of necessary commodities, and the mere fact that a company deal- 
ing in commodities in two similarly located communities in this 
state makes a sale of such commodities at a lower price in one 
such community than in the other (while, if persisted in, is perhaps 
sufficient to make a prima facie case of discrimination against the 
community in which sales were made at the higher price) is not, 
in the absence of other evidence showing an unlawful intent, alone 
sufficient to establish a discriminatory purpose to destroy competi- 
tion in the place where the lower sale was made. 

This court has repeatedly held that the mere possession of 
intoxicating liquors (in lawful quantities, at one’s residence or place 
of business) is, in the absence of other facts or circumstances to 
establish a guilty intent, wholly insufficient to sustain a conviction 
of unlawful possession of such liquors with intent to violate the 
provisions of the prohibitory liquor laws. This is a question of law. 

So in this case. The proof merely of one sale of each of these 
commodities in both of the towns, at a lower price in one than in 
the other, on the same day, is, standing alone, wholly insufficient to 
establish the necessary ingredient of unlawful intent to destroy 
competition in the distribution of such commodities. Yet the jury 
was instructed that the unlawful intent necessary to sustain a con- 
viction could be inferred alone from the fact of a sale knowingly 
made by defendant. This instruction was too broad, and it was equiv- 
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alent in this case to an instruction to find the defendant guilty be- 
cause it was admitted that a sale of these commodities was know- 
ingly made by defendant company at a lower price in Texola than 
in Erick; the sole contention of defendant being that there was 
no unlawful intention to destroy competition, but merely to meet 
competition. This theory of defendant should have been fairly 
submitted to the jury by the trial court, as under the charge at- 
tempted to be lodged against defendant such intent was a necessary 
ingredient to be proved in connection with the other elements of 
the offense, and there was a requested instruction along this line 
refused. 

It is the opinion of the court, therefore, that unless more sub- 
stantial evidence of the defendant’s intent to make lower sales for 
the purpose of destroying competition can be produced on a sub- 
sequent trial than is disclosed by the evidence now before the court, 
it would be useless to pursue this prosecution further. 

For the reasons stated, the judgment of conviction is reversed, 
and the cause remanded to the trial court, with instructions to sus- 
tain the demurrer to the information and for further proceedings 
not inconsistent with this opinion. 

Doy.e, P. J., and Armstrong, J., concur. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Appeal 


Wuireneap, A. C.: It appears that a notice of appeal to the 
Court of Appeals of the District of Columbia from the Commis- 
sioner of Patents was filed, but that the appeal was not perfected. 
As the time for perfecting the appeal has expired, the appeal is 
dismissed. ' 


Assignments of Trade-Mark Rights 


Wuireneap, A. C.: Application to cancel trade-mark No. 
102,561, registered by the Garford Co. and consisting of the name 


1 Ex parte, Armour & Company, 2 Ms. Dec. 123. June 10, 1920. 
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“Garford” in script. Applicant alleges use of his signature with- 
out his consent, that he himself uses it and that the right to use it 
is now claimed by a firm with which he is not connected. On 
motion to dismiss, opportunity was given applicant to take testi- 
mony to show that the name was inseparable from the individual, 
but he took none. Held, the name was rightly used by Garford Co. 
Applicant sold control of the business to one Willis, and the right 
to use the name, which he had conferred on the business, remained 
with it.* 


Conflicting Marks 


Wuireneap, A. C.: A trade-mark consisting of a crescent and 
star and the letters “R. J. D.,” used for construction material, was 
properly rejected because of the prior registration of a crescent 
and star. The letters were not sufficient to distinguish the two 
marks.* 

Newton, C.: The letters “F. F. V.” as a trade-mark for a 
food flavoring extract were objected to because of the prior regis- 
tration of “F. F.” It was held that “F. F. V.” meant “First 
Families of Virginia” and that this was so understood. Since the 
mark has been widely advertised and there has been no confusion, 
it may be allowed.* 

Newton, C.: There is no conflict between the trade-marks 
“Sweet Hour” and “Happy Hour,” both applied to candy. The 
labels used did not resemble each other. Other marks containing 
the word “Hour” have been registered.° 

Wuiteneap, A. C.: The mark “For-Do” for a device for 
intensifying the spark in secondary circuit ignition systems was 
held to be deceptively similar to ‘Ford,’ previously registered.° 

Coutston, A. C.: Application being made to register “Billy 
Blue,” with the three-quarters figure of a boy with his hand up, in a 


* Arthur L. Garford v. Garford Co., 134 Ms. Dec. 456, May 12, 1920. 
* Ex parte, R. J. Darnell, Inc., 132 Ms. Dec. 446, Nov. 3, 1919. 

* Ex parte, C. F. Sauer Co., 132 Ms. Dec. 462, Nov. 4, 1919. 

*Stampese Co. v. D. Auerbach & Co., 183 Ms. Dec. 49, Nov. 18, 1919. 

* Ex parte, Guy E. Colby, 133 Ms. Dec. 110, Nov. 26, 1919. 
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circle, for boys’ clothing, opposition is made because of the prior reg- 
istration of ‘‘Little Boy Blue.” The dominant feature of the marks 
are “Billy Blue” and “Boy Blue.” The opposition is sustained.’ 


WuireueEap, A. C.: “Chero-Cola” as a mark for a non-alco- 
holic beverage and for syrup for the same was opposed by the 
owner of the Coca-Cola trade-mark and _ rejected by the 
Examiner. This decision was reversed on appeal. The opposer 
in the present case sets up the use of script for “Coca-Cola,” but 
the mark applied for is in block type. There is no conflict. Op- 
position dismissed.* 


Coutston, A. C.: The picture of the Statue of Liberty as a 
trade-mark for medicine is likely to be confused with a picture of 
the statue and the representation of a globe, accompanied by the 
word ““Vegetone.”’ Even if the medicine is called “Vegetone,” the 


statue is an essential and a prominent feature.” 


Wuireneap, A. C.: There is no confusion between “Cheri” 
and “Cherry,” both used for chocolate and candy. The words are 
spelled and pronounced differently and are dissimilar in meaning. 


“Cheri” should be registered, unless opposed.'® 


Newton, C.: This is an appeal from the decision of the Trade- 
Mark Examiner of Interferences dismissing the opposition of 
Simmons Hardware Co. to the registration by Burnett-Larsh Mfg. 
Co. of the word “Duro” enclosed in a triangular figure having pro- 
jecting arms in which is enclosed the name of the Burnett-Larsh 
Mfg. Co. Applicant's mark is used on pneumatic systems for 
pumping, storing and supplying water and other fluids. Op- 
poser’s mark is a representation of a sharp wedge-shaped tool more 
or less triangular in shape having the name of “E. C. Simmons” 
and the words “Keen Kutter’ quite prominently displayed, and the 
words “Cutlery and Tools’ less prominently displayed, the word 
“Kutter” being written across a_ block-shaped figure somewhat 
similar to the arm in the mark of Burnett-Larsh Mfg. Co. 


7 Rice Stix D. G. Co. v. Potter, 133 Ms. Dec. 189, Dec. 13, 1919. 

8 Coca-Cola Co. v. Chero-Cola Co., 183 Ms. Dec. 371, Jan. 24, 1920. 
° Ex parte, John Golzlas, 133 Ms. Dec. 407, Feb. 2, 1920. 

” Ex parte, Cheri, Inc., 134 Ms. Dec. 121, March 24, 1920. 
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Admittedly, the only similarity in the marks is the triangular- 
shaped device of the two marks. Applicant explained at the hear- 
ing that originally it had the idea of “lasting a long time” and it 
had adopted the word “Duro” and the pyramid. Afterwards in 
the development of this mark it was awkward to show the pyramid 
alone, hence it was inscribed in a circle and turned on its side, 
whereas opposer’s mark originally represented a keen-edged axe 
through a block of wood. 

The names “Duro” on the one hand and “Keen Kutter” on the 
other, are probably the most prominent features of the marks. 
Applicant’s goods will probably be known as the “Duro” pump- 
ing systems, and the opposer’s as the “Keen Kutter” tools. The 
triangular figures, admittedly the only common feature in the 
marks, are also dissimilar. The opposer should keep in mind that 
it is not entitled to a triangular-shaped figure broadly, there having 
been registered No. 24,771, May 2, 1894, a mark showing a tri- 
angular figure enclosing the letter “B” for indentically the same 
class of goods as opposer’s, namely, tools, implements, etc. There 
is also registered No. 34,804, June 19, 1900, of the Miller, etc., Co., 
containing a triangular figure enclosed in a circle very much nearer 
to applicant’s triangular figure enclosed in a circle than is appli- 
cant’s figure like opposer’s triangular figure. Applicant’s and 
opposer's goods, even if they were the same class of goods, 
do not infringe each other, and, furthermore, applicant uses his 
mark on “pneumatic pressure systems for pumping, storing and 
supplying water or other fluids for water.” This is so clearly not 
opposer’s class of goods that even if the marks were the same, the 
goods are so different that no confusion could result. See G. & J. 
Tire Co. v. G. J. G. Motor Car Company, 190 O. G. 550, 39 App. 
D. C. 508 [3 T. M. Rep. 243], holding rubber tires and automobiles 
to belong to different classes; Johnson Educator Food Co. v. Syl- 
vanus Smith, 175 O. G. 268, 87 App. D. C. 107 [1 T. M. Rep. 124], 
holding canned fish and crackers goods of different descriptive 
properties; Muralo Co. v. National Lead Co., 165 O. G. 475, 36 
App. D. C. 541 [1 T. M. Rep. 50], holding white lead and calci- 
mine goods of different descriptive properties; Borden’s Condensed 
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Milk Co. v. Eagle Mfg. Co., 247 O. G. 245, 47 App. D. C. 191 
[8 T. M. Rep. 28], holding ice cream cones and dairy products 
goods of different descriptive properties. 

The correctness of the decision of the Examiner of Trade 
mark Interferences does not admit of serious doubt, and his deci- 
sion dismissing the opposition is sustained."' 

Newton, C.: This is an appeal by the Sona-Tone Phono- 
graph, Inc., from a decision of the Examiner of Trade-Marks re- 
fusing to dissolve this interference, and a motion by the Sonora 
Phonograph Corporation to dismiss the appeal on the ground that 
no appeal lies from an affirmative decision of the Examiner on the 
question of interference in fact. The appeal, or rather petition. 
has been considered under my supervisory authority, but I do not 
find any such clear case as would warrant my dissolving in view 
of the Examiner’s action. 

The Sonora Phonograph Corporation has filed an affidavit that 
confusion has been caused by the adoption of “Sona-Tone” in view 
of the long and extensive advertising of the “Sonora” trade-mark. 
It is true that at the hearing before me the Sona-Tone Phono- 
graph, Inc., filed an affidavit from one of the officials of the Sona 
Tone, Inc., to the effect that he knew of no such confusion and that 
he did not believe that there had been any confusion, but the 
last mentioned affidavit is necessarily one of a negative character, 
and in view of the decisions of the Court of Appeals of the Dis- 
trict of Columbia, holding “Orchestrola’” for phonographs to in 
fringe “Orchestrelle,’ for automatically operated organs, The 
Thomas Mfg. Co. v. Aeolian Co., 249 O. G. 505, 47 App. D. C. 
376 [8 T. M. Rep. 151]; holding “Velvelite” and “Velvetina” too 
similar, The Goodrich Drug Co. v. Cassado Mfg. Co., 287 O. G. 918, 
46 App. D. C. 146 [7 T. M. Rep. 275]; “Green Ribbon” and “Green 
River” too similar, Lang v. Green River Distilling Co., 148 O. G. 
280, 83 App. D. C. 506, it must be held that this case should go to 
proofs and the petition is dismissed without prejudice.'” 


4% Simmons Hardware Co. v. Burnett-Larsh Mfg. Co., 135 Ms. Dec. 
161, June 10, 1920. 

® Sona-Tone Phonograph Co., Inc., v. Sonora Phonograph Corporation, 
135 Ms. Dec. 11, May 21, 1920. 
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Corporate Name 


Newton, C.: Trade-mark for pigments consisting of “New 
Jersey Zinc” enclosed by “C,” with a small “‘o” at the end of the 
“C.” As the applicant wishes to register in South America, the 
office should be liberal. The applicant is undoubtedly entitled to 
prevent others from using the name. Registration may be granted 
if the words, etc., are disclaimed when used in any other arrange- 
ment.** 


Descriptive Terms 


Newton, C.: The words “Lather Kream” and a picture of 
poppies are registrable as a trade-mark for shaving cream without 
a disclaimer of the words.’ 

Newron, C.: The word “Model” as a trade-mark for lubri- 


cating oil is descriptive, but may be registered if used in connection 
with arbitrary matter.’® 


Newton, C.: Application is made for registration of the word 
“Instant” as a trade-mark for partially cooked and prepared pota- 
toes. Applicant’s labels state that the potatoes need no cooking 
or peeling and that they may be made ready for the table in five 
minutes. eld, that if the applicant will modify its application so 
as to include the rest of the label, it may register the mark without 
a disclaimer.’® 


Wuireneap, A. C.: The word “Veribest,” with one leg of the 
“V"’ extending over the other letters, used as a mark for canned 
meats, is descriptive. (Crocker Grocery Co. v. Acme Mills 118 
Ms. Dec. 277 [6 T. M. Rep. 145].)?" 

NewrTon, C.: Upon application to register a hand holding a 
cuff button, with the word “Kum-a-Part,” the representation of the 
button, and the words being disclaimed except as shown, opposition 

‘8 Ex parte, New Jersey Zinc Co., 132 Ms. Dec. 500, Nov. 8, 1919. 

‘Ex parte, Krank Mfg. Co., 132 Ms. Dec. 274, Oct. 7, 1919. 

‘’ Ex parte, Standard Oil Co., 132 Ms. Dec. 427, Oct. 30, 1919. 


“ Ex parte, Condensed Food Co., 133 Ms. Dec. 91, Nov. 24, 1919. 
7 Ex parte, Armour & Co., 133 Ms. Dec. 116, Nov. 29, 1919. 
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was raised on the ground that the mark was merely descriptive. 
“Come-apart” buttons are sold, it is alleged, by others besides the 
applicant. The case should go to proof, in order to throw light 
upon the subject.’* 

Newron, C.: ‘Wearwell” as a trade-mark for sheets is de- 
scriptive, not merely suggestive.*® 

Newton, C.: ‘Everlasting,’ used on metal wheels, is de- 
scriptive. It is the only word to express the quality of great 
durability. (Compare “Holeproof,’ Holeproof Hosiery Co. v. 
Wallach Bros., 172 Fed. Rep. 859; ““Wearever,’ Aluminum Cooking 
Utensil Co. v. National Aluminum Works, 226 Fed. Rep. 815 [6 
T. M. Rep. 42]; “Bestyette,” New York Mockintosh Co. v. Flam, 
et al., 198 Fed. Rep. 198 [2 T. M. Rep. 824].)° 

Newton, C.: Application to register “Midget” as a trade- 
mark for raisins is opposed on the ground that it is used by opposer. 
The opposition is sustained. The fact that the use of the opposer 
was subsequent to that of the applicant is immaterial, since the 
mark is descriptive.*’ 

Wuirteneap, A. C.: ““Newbisc” for bisque dolls (bisque being 
unglazed white porcelain) is descriptive.** 

Wuireneap, A. C.: “Slices” for chewing gum is descriptive. 
(Compare “Sliced Animals,’ 93 N. Y. 59.)*° 

Wuireneap, A. C.: “Doublet Body” for underwear is de- 
scriptive. Evidence of secondary meaning is useful only where the 
descriptive meaning is in doubt.** 

Newton, C.: Registration of a rectangular device with a cir- 
cle and “S. P.” and the words “Select Pictures,” as a trade-mark 
for motion pictures, is refused, unless “Select” is disclaimed. (The 
mark could now be registered under the Act of March 19, 1920.)*° 


'*’ Barnes, Trustee, v. Baer & Wilde Co., 183 Ms. Dec. 141, Dec. 8, 1919. 
* Ex parte, Marshall Field Co., 183 Ms. Dec. 175, Dec. 11, 1919. 

* Ex parte, Smith Wheel, Inc., 133 Ms. Dec. 221, Dec. 19, 1919. 

** Habicht, Braun & Co. v. H. A. Johnson, 133 Ms. Dec. 277, Jan. 3, 1920. 
* Ex parte, New Toy Co., Inc., 133 Ms. Dec. 340, Jan. 15, 1920. 

** Ex parte, Charles W. Pike, 133 Ms. Dec. 370, Jan. 21, 1920. 

* Ex parte, Sears, Roebuck & Co., 184 Ms. Dec. 133, March 25, 1920. 

* Ex parte, Select Pictures Corporation, 134 Ms. Dec. 358, Apr. 29, 1920. 
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Newton, C.: This is an appeal from the Examiner of Trade- 
Marks refusing to register “Bandobelt’” for an “especially con- 
structed article of wearing apparel made of elastic and fabric ma- 
terial worn as a diaphragn container,” on the ground that the word 
is descriptive. The Examiner holds that “Band” is a phonetic spell- 
ing for ‘““Bandeau,” which is a foreign word meaning of a type of 
corset, while the word “Belt” also has a well-known meaning. As- 
suming what the Examiner says is true, I cannot formulate what 
idea would be conveyed by the word “Bandobelt,” and the mark 
should be registered, and the action of the Examiner is accordingly 
reversed.*° 


Newton, C.: This is an appeal from the decision of the Ex- 
aminer of Trade-Marks refusing to register “Bambino” as a trade- 
mark for a remedy for the treatment of constipation, flatulency, 
colic, and diarrhoea, on the ground that the word is descriptive. 
“Bambino” is the Italian word for baby or child, having an endear- 
ing suggestiveness. Applicant states that the nearest English 
word to it is “Kiddie,” and Kiddie has been registered for cakes 
No. 107,213, November 16, 1915. “Kiddie Kar’ has been reg- 
istered for children’s velocipedes, No. 113,584, April 14, 1916. 
Because “Bambino” is in a foreign language it does not necessarily 
mean that it is registrable if the English meaning of it is descriptive, 
but it is doubtful if the English word for “Bambino” is objection- 
ably descriptive, and if not, of course the Italian word would not 
be. The case is on all fours with that of Charles N. Mills, 4 T. 
M. R. 410, 113 Ms. Dec. 258, where “‘Delectos’” was allowed as a 
trade-mark for candy, it being the plural of the Spanish word 
“Delecto,” meaning “choice.” Further like the instant case, the Of- 
fice had then registered the English word “Delight” and “Supreme 
Delight.” In Menendez, et al. v. Holt, 128 U. S. 514, 46 O. G. 
971, “La Favorita,’ meaning “The Favorite,’ was upheld by the 
Supreme Court of the United States as a trade-mark for flour, and 
in view of these precedents, it is held that “Bambino” should be 


** Ex parte, Frolaset Corset Company, 135 Ms. Dec. 98, June 5, 1920. 
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registered, and the refusal of the Examiner of Trade-Marks is ac- 
cordingly overruled.” 

Newton, C.: This is an appeal by the Charles R. Long, Jr., 
Company, from the decision of the Examiner of Trade-Mark Inter- 
ferences holding in an interference contest that while the applicant. 
Charles R. Long, Jr., Company had used the word “Stabrite” on 
stack paints since 1905, which preceded any date awarded to its 
opponent, the Ira D. Washburn Company, still the word “Stabrite” 
alone is descriptive and, therefore, cannot be registered as pre- 
sented by Charles R. Long, Jr., Company. Hence the Examiner’s de- 
cision was adverse to registering it for either party. The Ira D. 
Washburn Company took no appeal from the decision of the Exam- 
iner adverse to it, and, therefore, has no further right to be heard in 
subsequent proceedings. The only question, therefore, before me 
for decision is whether the mark of the Charles R. Long, Jr., Com- 
pany is or is not registrable. There is some question as to what 
mark the Charles R. Long, Jr., Company is attempting to register. 
The mark as shown in the specimens originally filed with the case 
and in its exhibit 13 comprises a diamond-shaped figure having 
on its face the words “Front End and Stack Paint’’ around an 
interior diamond-shaped figure, in which is enclosed a representa- 
tion of the sun’s rays and the word “Stabrite,” on still a third en- 
closed diamond-shaped figure. This seems to be the mark that 
Charles R. Long, Jr., Company actually used, or at least this is the 
mark that was represented by the original labels filed in this case. 
In the decision of the Supreme Court of the United States in the 
case of the estate of P. D. Beckwith, decided April 19, 1920 [10 
T. M. Rep. 255], it was indicated that applicants should register 
only marks actually used as distinguished from what is known as 
mutilated marks. The practice of requiring applicants to disclaim 
purely descriptive words was also approved. Just what should 
be disclaimed in applicant’s mark as actually used will not be 
passed upon at present, but when applicant amends his drawing to 
show the mark as actually used, this is a holding that it should be 


registered. It is further held that the mark should not be registered 


* Ex parte, Ad. Richter & Co., 135 Ms. Dec. 84, June 5, 1920. 
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until the drawings are amended to show the mark in this case as 
it appears in the labels originally filed, and, to the extent indi- 
cated, the decision of the Examiner of Trade-Mark Interferences 
is reversed.** 


Geographical Terms 


Wuireneap, A. C.: Application is made for the registration 
of “Roubaix Voiles’” for cotton piece goods. The applicant urges 
that the city of Roubaix was destroyed during the war, that only 
woolen goods were manufactured there, and that the mark has 
been in use for ten years and is well known. But registration is 
refused on the ground that the mark is geographical.*° 

Newton, C.: “Bostonian” for paint is geographical.*° 


Goods of the Same Descriptive Properties 


Coutston, A. C.: There is no likelihood of confusion between 
“Adapti’” for electric extension lamp fixtures and ‘“Adapt-a-lite”’ 
for conductors, insulators, terminal blocks, wire taps, switch box 
and outlet box cases, conduit supporting straps and clamps and 
fixture studs. The goods are of different descriptive properties.*’ 

Wuiteneap, A. C.: Schoenhofer Company seeks to register 
“Edelweiss” as a trade-mark for root beer. The mark was adopted 
for beer by Peter Schoenhofer in 1886. In 1912 Sexton & Com- 
pany applied for registration of the mark for grape juice, and the 
Schoenhofer Company entered opposition. But the opposition was 
dismissed on the ground that grape juice and beer are not goods 
of the same descriptive qualities. (Peter Schoenhofer Brewing Co. 
v. John Sexton § Co., 200 O. G. 117; 41 App. D. C. 510 [4 T. M. 
Rep. 160].) In 1915 the Schoenhofer Company applied for the 
registration of the word for a “near beer’ cereal beverage, and 
opposition to this by the Sexton Company was dismissed for the 

**Tra D. Washburn Company v. Charles R. Long, Jr., Company, 135 
Ms. Dec. 1, May 19, 1920. 

Ex parte, Bonotaux Textile Co., Inc., 183 Ms. Dec. 136, Dec. 6, 1919. 

*® Ex parte, Thomas J. Falvey, 133 Ms. Dec. 381, Jan. 27, 1920. 


* Adapti Co. v. Anderson Electrical Specialty Co., 134 Ms. Dec. 22, 
March 3, 1920. 
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same reason. Held, in the present case, that Sexton & Company 
had not used the mark on root beer prior to the use of the 
Schoenhofer Company on root beer and ginger ale. The opposition 
was dismissed. Whether root beer and ginger ale are goods of the 
same descriptive qualities, query.** 

Coutston, A. C.: The applicant seeks to register “Bergo’” 
for a non-intoxicating cereal beverage. Popel-Giller Co. regis- 
tered “Burg” for beer in 1907 and “Burgomaster” for a cereal 
beverage in March, 1916. “Burg,” “Burgo” and “Bergo” are used 
by customers in ordering the goods. Beer and a non-alcoholic 
cereal beverage are goods of the same descriptive properties (In re 
Independent Breweries Company, 89 App. D. C. 118 [2 T. M. 
Rep. 423]). This is still true notwithstanding the enforcement of 
prohibition. The opposition was sustained on this ground, not on the 
ground of prior use by the opponent of the word “Burgomaster” 
for a cereal beverage.** 

Newton, C.: Opposition being interposed to the registration 
of ‘“‘Gloirette’” for woven or knitted dress fabrics, it is held that 
are of the same descriptive properties because both belong in the 
class of dress goods.** 


Indian Marks 


WuitreHeap, A. C.: Trade-mark for wheat flour, consisting 
of the head of an Indian with conventional head dress and the 
words “Sperry Mills.” There are many registered Indian marks 
and words. The mark has been used since 1892. It should be 


passed and published and registered, if not opposed.*° 


Insignia 


Newton, A. C.: A trade-mark for test tubes, flasks. etc., 
imitated the shield of the United States, having a blue field at the 


* John Sexton & Co. v. Schoenhofer Co., 183 Ms. Dec. 293, Jan. 7, 1920. 

*° Popel-Giller Co., Inc., v. Berghoff Brewing Assoc., Inc., 134 Ms. Dec. 
51, March 10, 1920. 

* Ponemah Mills v. Royal Embroidery Works, 133 Ms. Dec. 211, Dec. 
17, 1919. 
* Ex parte, Sperry Flour Co., 132 Ms. Dec. 426, Oct. 28, 1919. 
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top and thirteen red and white stripes. The fact that the eagle was 


left out does not prevent it from being an imitation of the insignia 
of the United States.*® 


* Ex parte, Mojonnier Bros. & Co., 132 Ms. Dec. 425, Oct. 28, 1919. 
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